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Remarks 



Petitioners thank Examiners Beverly Flanagan and Cliff Congo for the courtesies 
extended during a personal interview on August 26, 2003. Present at the interview were 
Mr. Saeng Gyu Jeon and Mr. Woon Ryu Chang (managers at the CIT technical division 
of LG Electronics (LG)), as well as Mr. Joseph Kolasch, Mr. Scott Lowe and Mrs. Esther 
Chong, as legal representatives. 

During the interview, Mr. Lowe summarized the Statement attached to the 
Petition filed June 30, 2003. Further, Mr. Lowe presented an Affidavit signed by Ms. 
Kyung Suk Bhang (a data entry specialist who entered the data regarding U.S. Patent 
5,587,789 into CIT's patent files) and her supervisors, Mr. Saeng Gyu Jeon and Mr. 
Woon Kyu Chang. The affidavit, attached hereto, sets forth the circumstances in LG's 
CIT technical division's patent department, surrounding the receipt of U.S. Patent 
5,587,789. Examiners Beverly Flanagan and Cliff Congo reviewed the Affidavit and 
stated that the information therein was sufficient to show a docketing error, and if 
presented in a Request for Reconsideration, would suffice to result in the granting of the 
Petition. 

In summarizing the originally filed Statement, Mr. Lowe emphasized the 
reasonableness of the April 15, 1997 cutoff date for receiving U.S. Patents issued prior to 
January 1, 1997. Further, Mr. Lowe explained the backup protections offered by the 
many letters circulated to LG's domestic and foreign patent law firms. 

As to the April 15, 1997 cutoff date, the original Statement had asserted that it 
was LG's experience and knowledge that once a U.S. Patent issued, it was received by 
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LG in about two months or less. Therefore, the Statement asserted that waiting more 
than three and one half months (until April 15, 1997) to receive any Patents issued prior 
to January 1, 1997 would be reasonable and prudent under the circumstances. To further 
support the assertions, the chart below lists six patents, which issued to LG during the 
later-half of 1 996. Copies of LG's record book entries, with receipt date stamps, are also 
attached to this Request for Reconsideration. 



Patent Number 


Issue Date 


LG Received Date 


Interval 


5,546,132 


1996.08.13 


1996.09.23 


1.4 months 


5,548,344 


1996.08.20 


1996.10.16 


1.9 months 


5,557,271 


1996.09.17 


1996.11.14 


1 .9 months 


5,560,230 


1996.10.01 


1996.10.21 


0.7 months 


5,572,497 


1996.11.05 


1996.12.27 


1.7 months 


5,584,116 


1996.12.17 


1997.01.07 


0.7 months 



The Commissioner is hereby authorized to charge deposit account 02-2448 the 
required Petition fee of $1 30.00. 

Tn light of the agreements reached during the personal interview of August 26, 

2003 and the above remarks, early and favorable reconsideration of the Petition are 

respectfully requested. 



Respectfully Submitted, 

Joseph A. Kolasch, Reg. #22,463 

Enclosures: Affidavit 

Six (6) Record Book Entries 
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Affidavit 



1. Mr. Saeng Gyu Jean is a senior manager at LG Electronics (LG). Mr. Jeon, 
graduated from SungKyunKwan University, with a major ia electronics. Mr. Jeon began 
his eim>loyment with LG on August 1, 19*7. Fwm 1987 until 1953, Mr. jedn was 
involved in the, deportment of patent prosecution. From 1993 until the present, Mr. Jeon 
was involved in the department of patent strategy planning. 

2. Mr. Woon Kyu Chang is a manager al LG. Mr. Chang graduated from Hcmglk 
University, with a major in electronics. Mi, Chang began his empfoyment wiih LG on 
January 31, 1991. From 1993 until the present, Mr, Chang has been involved in the 
department of patent prosecution. 

3. Ms. Kyung Side Bhang is a data entry specialist at LG. Ms. Bhug began her 
employment witb LG in December of 1994. Since 1994, Ms. Bbeng has entered patent 
data into LG's records and database. Ms. Bhang received one month of M on*the*job" 
training during bcr first year at LG. Ms. Bluing recdve£ approximately two to three days 
of training eaah year regarding the LG database software and software upgrades. 

4. During t he later months of 1996 and early months of 1997, Mr. Jeon and Mr. 
-Chang were involved: in overseeing die patent operations of one of LG's technical 
divisions, namely the Central Institute of Technology {CIT). 

5. Mr. Jeon and Mt. Chang were informed of the decision of LG headquarters to 
consolidate the responsibility of paying maintenance fees for issued patents and annuity 
fees for pending patent applications from many foreign and domestic law firms to. one 
company, namely MARKPRO. Mr. Jeon and Mr. Chang understood that the transition 
would be handled by LG headquarters, by such persona as Mr. Sung Yong Kong and Mr. 
Du Hyun Yoen. Further, Mr. Jeon and Mr. Chang Icoew that a list of patents was being 
emoted among LG's technical divisions and domestic and foreign patent 1 aw firms. 
The list included LG's patents for which maintenance fees would be managed by 
MARKPRO. 

6. Mr. Jeon and Mr. Chang received a letter doted April 3, 1997 from LG 
Headquarters stating that a final list of patent matters to be managed by MARKPRO was 
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being perfected- The letter instructed the technical divisions to compare an attached list 
of patents to their database and to make any needed revisions, deletions or additions. The 
list included fbrtagn and domestic issued patents for which MARKPRO was to afflume 
the responsibility of maintenaoce fees. As for UlS. Patents, the list was to include all of 
the US- Patents issued prior to January 1, 1997 for which MARKPRO would be 
responsible to pay the mamtenaaee Seat, the lettBr instructed CIT, add hawse Mr. Jeon 
and Mr. Chang, to respond with any needed revisions by April 15, 1 997. 

7. Mr, Jeoo and Mr. Chang ensured that the list was compared tp CITs database of 
patent matters sod that any needed revisions were noted on the list in red ink, As for the 
US. Patents, Mr. Jeoo and Mr. Chang ensured that die list included all the U.S. Patents 
issued prior to lamary 1, 1997 front CFTs database, for which mahumance fees should 
be paid by MARKPRO. Furfter, Mr . Jecm ard Mr. Chaiig ensured thai a reply, wi^ 
revised list attached thereto, was sent hack to 1X3 headquarters by the due date of April 
15, 1997. 

8. On April 16, 1997, Ms. Kyung Suk Bhang whs a member of CIT's patent team. 
Ms. Bhang was a data entry specialist responsible for entering patent related date into die 
OT patent database. 

9. OnApfillfi, 1997. Ms. Bhanf understood from hws^^ 

Chang, that CJT*« patent department had sent the final list of patent matters, including all 
U.S. Patents issued prior to January 1, 1997, toli3headquartBn). 

10. On April 16, 1997, Ms. Bhang received Unpawn 5^87,789 (tl» 4 789pBWit) in 
the mail from LG ^domestic, Korean patent law firni,Padc, Kim and Partner. 

1 1, Ma. Bhang retrieved a 'Torsign Patent Application Document Stannary" Sheet 
from CIT's internal patent files, and date-stamped die Summary Sheet to indicate that the 
'789 Patent had been received an April 16, 1997. The Summary Sheet was also updated 
to reflect the U.S. Patent number and issue date of December 24, 1996. 

12. Noting that the '789 Patent issued prior to January 1, 1997, Ms. Bhang followed 
her understanding mat all US. Patents, issued prior to January 1. 1997, had already been 
reported to LG headquarters, and therefore the '789 Patent and the Summary Sheet were 
placed into CTT's internal patent files. 
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13. Mr. Jeon, Mr. Chang and Ma. Bhang did not know that the '789 Patent had not 
been reported to MARKPRO until shortly after May 12, 2003. On May 12, 2003, Mr. 
Scott Lowe of LG's \JS* patent lew f inn. Birth, Swwart, Koljueh andfi itch, a em an 
email to Mr. Yeo-Hnn Yun, a patent team member at LG, inquiring abcrat whether ox not 
a jnahitananee ft* had been paid finr the "789 Patent 

14. We hereby declare Out all atarenjenta made herein of onr own knowledge are true 
and that all Gtatemants made on information and belief are believed to be true; and further 
that these statement* were made with the knowledge that willful false statements and the 
like ao made arepunishablo by fine or impriaanment, or both, under Section 1001 of Title 
18 of the United States Code and that aoch wHlftil faUo atatemehis nay jeopardize die 
validity of the application or any patent issued mereon. 




Date 





Date 



Ms. Kyung Suk Bhang 



Date 
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